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REMARKS 

In view of the above amendments and the following remai-ks, Applicants respectfully 
request further examination of the application and reconsideration of the rejections set forth in 
the Office Action dated May 21, 2008. ; 

Claim Reiectiona Under 35 U,S.C. SS l62(b\ and 103(a) 

Claims 47-50 stand rejected \mder 35 U.S.C. § 102(b) as anticipated or, in the alternative, 
utider 35 U.S.C. § 103(a) as obvioiis over: (1) McShane et al, (U,S. Patent No, 6,398,986; 
hereafter McShane '986); and (2) McShane et al. (U.S. Patent No. 6,613,250; hereafter McShane 
'250). Applicant respectfully traverses the rejection. The cited references fail to disclose each 
and every feature of the claimed invention, as required by 35 U.S.C. § 102(b), and provide no 
teaching that would have suggested the desirability of modification to include such features. 

Since McShane '986 and McShane '250 include substantially identical teachings, the 
rejections over both references will be addressed in the discussion that follows, with the 
"McShane reference" referring to both McShane '986 and McShane '250. 

A. The Presentlv Claimed Subject Matter is Not Anticipate d bv the McShane 
References 

In paragraph 1 of the Office Action^ col. 4, lines 53-67 of Hie McShane references is cited 
as teaching a vegetable oil based fluid that may be admixed with an additional oil blend such as 
mineral oil, wherein said blend of mineral oil comprises less than 50% by weight of other 
additives such as antioxidants and pour point depressants. 

Column 4, lines 49-66 of McShane '986 read as follows, in pertinent part (emphasis 

added): 

The vegetable oils of the invention may be used alone Of may be blended together 
with one or more other vegetable oils. In appropriate circumstances, a vegetable 
oil or vegetable oil blend may also be combined with a minor amount of one or^ 
more synthetic oils, including mineral oils. When a vegetable oil or vegetable oil 
blend is combined with one or more synthetic oils, the amount and/or character of 
the non-vegetable oil component of the resulting blend should not interfere with 
the beneficial properties of the vegetable oil fluid, . . Where such blends are 
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employed, the blend should contain less than 50 percent by weight of a petroleum- 
derived mineral oil, preferably less than 30 percent by weight, more preferably 
less than 20 percent by weight... 

In view of the above, the McShane references are clearly directed to dielectric fluids including at 
least one vegetable oil and a minor amount - less than 50% by weight - of a mineral oil. 

In contrast, the presently claimed method requires replacing a mineral oil dielectric fluid 
with a mineral oil based dielectric fluid composition that includes a major amount of a 
petroleum-derived mineral oil, 5-25 wt% of a vegetable oil, and 0.1-2.5 wt% of additives such as 
antioxidants, pour point depressants, antimicrobial additives and metal chelating agents. 
Therefore, McShane '986 fails to teach or suggest the presently claiined dielectric fluid 
composition, and likewise fails to teach or suggest the presently claimed method in which this 
composition extends the service life of paper on paper-wrapped conductors in an electrical 
device. 

The Examiner responds in pertinent part as follows: "McShane teaches that mineral oil is 
present in less than 50%, which when combined with other ingredients such vegetable oil, 
antioxidants and adjuncts could present mineral oil in a major amount of his composition and 
therefore anticipate the claimed invention."' 

In response, Applicants again point out that the compositions in tihe McShane references 
are clearly litnited to less than 50 wt% mineral oil. So, mineral oil can never be a major amount 
of the composition in McShane, regardless whether it is combined with other "ingredients." 
Further, the present claims are limited to less than 25 wt% vegetable oil, which is clearly not 
contemplated by McShane. 

Therefore, Applicants respectfiilly submit that the Examiner has not established that the 
McShane references anticipate the subject matter of the present claims. For the above reasons, 
Applicants further respectfully submit that the presently claimed method would not be inherent ii 
view of the teachings of the McShane references. Reconsideration and withdrawal of the 
anticipation and inherency rejections of claims 47-50 under 35 U.S.C. § 102(b) aie respectfailly 
requested. 



' Office Action dated May 21, 2008, paragraph 6. 
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B. The Presently Claimed Subiect Matter is Not Prima Facie Obvious over the 
McShane References 

The passage cited above from the McShane references clearly teaches that vegetable oil 
should be the primary component of his composition, and to preserve its beneficial properties the 
amovmt of petroleum-derived mineral oil should be limited to less than 50% by weight of the 
composition. In view of this teaching, the Examiner has not established that one of ordinary skill 
in the art would replace this dielectric fluid with the presently claimed fluid, which includes a 
major amount of mineral oil. Since the McShane references teach away from the use of the 
presently claimed mineral oil based dielectric fluids, in view of the teachings of the McShane 
references it is unlikely that one of ordinary skill in the would select the presently claimed oils 
for use as dielectric fluids in electrical equipment.^ Further, to utilize a dielectric fluid with a 
major amount of mineral oil would appear to destroy and/or interfere with the beneficial 
properties of the dielectric fluid in the McShane references. For these reasons, Applicants 
respectfully submit that the Examiner has failed to articulate the required technical rationale to 
support the conclusion that a skilled artisan would make the substitution presented as grounds for 
the obviousness rejection.^ 

Further, since the McShane references teach away firom the use of a dielectric fluid 
having a major amount of a vegetable oil as presently claimed, and would even interfere with the 
beneficial properties of his fluid, based on the teachings of these references one of ordinary sldll 
in the art would not believe that the modification proposed by the Examiner in support of the 
obviousness rejection would have a reasonable chance of success. 

The Examiner states that Applicants' position is "notihiing more than an attorney's 
argument that is not founded by factual evidence."* In response, Applicants representative states 
that this statement is based on the above-cited teachings in the McShane references that clearly 
advise the skilled artisan to utilize no more than 50 wt% mineral oil in a dielectric fluid 
composition or such a modification would interfere with the beneficial properties of the fluid. 



' KSR Iru-I Co. V. Teleflex Inc.. 127 S.Cl. 1727, 1740; 82 USPQ2d (BNA) 1385, 1395 (2007). 
' KSRi 127 S.Ct. at 1741; 82 USPQ2d at 1396. 
♦ Office Action of May 21, 2008, paragraph 10. 
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For the above reasons, Applicants respectfully submit that that the present claims 47-50 
are not prima fade obvious under 35 U.S.C. 103(a) over the McShane references. 
Reconsideration and withdrawal of the obviousness rejection are respectfully requested. 

CONCLUSION 

All claims in this application are in condition for allowance. Applicant respectfully 
requests reconsideration and prompt allowance of all pending claims. 

Please charge any additional fees or credit any overpayment to deposit account number 
50-1778. 

If questions remain regarding the above, please contact the undersigned. 



SHUMAKER & SlEPFERT, P.A. 
1625 Radio Drive, Suite 300 
Woodbury, Minnesota 55125 
Telephone: 651.286.8361 
Facsimile: 651.735.1102 



Date: 
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